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DETAILED ACTION 

Response to Amendment 
Applicant's request for reconsideration of the finality of the rejection of the last Office 
action is persuasive and, therefore, the finality of that action is withdrawn. 

Response to Arguments 

Applicant's arguments, see Remarks, filed August 28, 2007, with respect to the 
rejection(s) of clalm(s) 1-5,7.9-11, 14-18, 20, 22-24, 29-33, 35, 37-39, 41 and 42 under 35 
U.S.C. 103 have been fully considered and are persuasive. Therefore, the rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection is made in view 
of a newly found prior art reference. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claims 1-4 and 14-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Urich (U.S. Patent No. 7,083,591) in view of Dillon (U.S. Patent Application Publication No, 
2004/0229814). 

With respect to claim 1 : Urich teaches an infusion source for a ocular surgery having a needle 
in the forrri of infusion sleeve 14 having sharp tip 12 mounted coaxially therein with at least an 
irrigation lumen defined by the inner wall of sleeve 14 comprising: a fluid supply in the form of 
gravity bottle 18 (Col. 2, lines 14-23); an irrigation line 16 interconnecting said fluid supply 18 
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and said irrigation lumen defined by sleeve 14 (CoL 4, lines 21-23). A tubular member in the 
form of surge suppresser 24 is disposed along an aspiration line 20, as part of and in fluid 
communication with said aspiration line 20 in that it is located inside of line 20. and an aspiration 
lumen in the form of an inner channel (not shown) within tip 12. The tubular member 24 has a 
collapsible flexible wall 26, which is considered herein to also be expandable due to its flexibility. 
The tubular member 24 defines an accumulator chamber 28 and is configured to expand upon 
accumulation of fluid and enhanced flow of fluid into said irrigation lumen upon clearing of the 
occlusion, inasmuch as "configured to" is interpreted as meaning "capable of. That is, the 
limitation of expanding upon accumulation of fluid flows inherently and necessarily from the 
teachings of Urich regarding an expandable tubular member. ('448, Col. 2, lines 25-37) 

Urich does not teach that the tubular member 24 is disposed along said irrigation line 16 
as part of and in fluid communication with said irrigation line 16 and said irrigation lumen 14. 
However, Urich teaches that the flow-limiting device of said tubular member prevents a surge of 
flow of aspiration that could result in excessive vacuum pressure at the surgery site and 
potential collapse of the anterior chamber of the eye. Dillon teaches that it is known that 
changes to the partial pressure of oxygen in the eye is a hazard to lens transparency and can 
cause cataracts. Thus, since the device of Urich is used in intraocular surgeries to remove 
cataracts, it would be obvious to one of ordinary skill in the art to modify the device of Urich 
such that a flow-limiting member is disposed along the irrigation line as part of and in fluid 
communication with said irrigation line and said irrigation lumen to prevent excessive flow of 
irrigation solution to the surgery site as taught by Dillon. C814, TI0053) 

With respect to claim 2: The tubular member 24 taught by Urich is disposed proximate a 
handpiece in the form of surgical instrument 11 effective for use in a phacoemulsification 
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procedure inasmuch as the handpiece 11 has an ultrasonic vibrating tip 12 that is inserted into 
the cornea, which is the device used in a phacoemulsification procedure. ('448, Col. 1, lines 10- 
14, Col. 4, lines 43-45) 

With respect to claim 3: The tubular member 24 taught by Urich is disposed in parallel fluid 
communication with said irrigation line 16 and irrigation lumen 14. ('448, Fig. 1) 

With respect to claim 4: The tubular member wall 26 taught by Urich. is formed from silicone, an 
elastomeric material, and is thus elastic. ('448, Col. 2, lines 41-44) 

With respect to claim 14: Urich teaches an infusion source comprising: a surgical instrument 11 
considered herein to be a handpiece inasmuch as Urich teaches that the instrument 1 1 has a tip 
12 for insertion into the cornea for use in a known emulsification procedure that cannot be 
accomplished with a non-handheld device. The handpiece 11 has a needle in the form of sleeve 
14 with sharp tip 12 positioned therein at an end of said sleeve 14 with an irrigation lumen 
defined by the inner wall of sleeve 14 (Col. 2, lines 14-23); a fluid supply in the form of gravity 
bottle 18 (Col. 2, lines 23-25); an irrigation line 16 interconnecting said fluid supply 18 and said 
irrigation lumen 14 (Col. 2, lines 23-27); and a tubular member in the form of surge suppresser 
24 disposed along said aspiration line 20 and in fluid communication with an aspiration line 20 
and an aspiration lumen in the form of an inner channel (not shown) within tip 12. Tubular 
member 24 has a collapsible flexible wall 26, which is considered herein to also be expandable 
due to its flexibility. The tubular member 24 defines an accumulator chamber 28 and is 
configured to expand upon accumulation of fluid and enhanced flow of fluid into said irrigation 
lumen upon clearing of the occlusion, inasmuch as "configured to" is interpreted as meaning 
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"capable of. That is, the limitation of expanding upon accumulation of fluid flows inherently and 
necessarily from the teachings of Urich regarding an expandable tubular member. (Col. 2, lines 
25-37) 

Urich does not teach that the tubular member 24 is disposed along said irrigation line 16 
as part of and in fluid communication with said irrigation line 16 and said irrigation lumen 14. 
However, Urich teaches that the flow-limiting device of said tubular member prevents a surge of 
flow of aspiration that could result in excessive vacuum pressure at the surgery site and 
potential collapse of the anterior chamber of the eye. Dillon teaches that it is known that 
changes to the partial pressure of oxygen in the eye is a hazard to lens transparency and can 
cause cataracts. Thus, since the device of Urich is used in intraocular surgeries to remove 
cataracts, it would be obvious to one of ordinary skill in the art to modify the device of Urich 
such that a flow-limiting member is disposed along the irrigation line as part of and in fluid 
communication with said irrigation line and said irrigation lumen to prevent excessive flow of 
irrigation solution to the surgery site as taught by Dillon. C814, 110053) 

With respect to claim 15: The tubular member 24 taught by Urich is disposed proximate a 
handpiece in the form of surgical instrument 1 1 effective for use in a phacoemulsification 
procedure inasmuch as the handpiece 11 has an ultrasonic vibrating tip 12 that is inserted into 
the cornea, which is the device used in a phacoemulsification procedure. ('448, Col. 1, lines 10- 
14, Col. 4, lines 43-45) 

With respect to claim 16: The tubular member 24 taught by Urich is disposed in parallel fluid 
communication with said irrigation line 16 and irrigation lumen 14. C448, Fig. 1) 
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With respect to claim, 17: The tubular member wall 26 taught by Urich is formed from silicone, 
an elastomeric material, which is an elastic material. ('448, Col. 2, lines 41-44) 

Claims 5, 7, 9-11, 18, 20 and 22-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Urich (U.S. Patent No. 7,083,591) in view of Dillon (U.S. Patent Application 
Publication No. 2004/0229814) as applied to claims 1-4 and 14-17 above, and further in view of 
Mackool (U.S. Patent No. 5,084,009). 

With respect to claim 5: The combined teaching of Urich and Dillon does not teach a sheath 
disposed around an expandable elastic wall, e.g. wall 26 taught by Urich. Mackool teaches a 
phacoemulsification (hereafter, "phaco") needle 106 having an external silicone infusion sheath 
102 and an internal sheath 108 surrounding the phaco needle 106. Mackool teaches that the 
inner sheath 108 prevents the outer silicone sheather from collapsing onto the phaco needle, 
therefore it would be obvious to one of ordinary skill in the art to modify the device of Urich such 
that the existing infusion sleeve 14 defining the infusion lumen serves as an inner sheath 
preventing a second, flexible outer sheath such as that taught by Mackool from collapsing onto 
said needle 14,12. The tubular member of the combined teaching of Urich and Dillon and 
Mackool comprises a sheath such as external sheath 102 taught by Mackool, disposed around 
an expandable wall such as wall 26 taught by Urich. ('009. Col. 5, lines 48-57, col. 6, lines 1-5) 

With respect to claim 7: The sheath of the combined teaching of Urich and Dillon and Mackool 
is comprised of silicone (as taught by Mackool), which is a flexible material, as Mackool teaches 
that the silicone sheath 102 collapses. Thus, the sheath is flexible. The motivation to combine 
the teachings of Urich and Dillon and Mackool is stated supra with respect to claim 5. 
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With respect to claim 9: With regard to the limitation "the sheath and expandable wall of the 
device of Urich and Dillon and Mackool are integrally molded", the patentability of a product 
does not depend on its method of production. If the product in the product-by-process claim is 
the same as or obvious from a product of the prior art, the claim is unpatentable even though 
the prior product was made by a different process." In re Thorpe, 777 F.2cl 695, 227 USPQ 
964 (Fed Cir 1985), See also MPEP § 2113. The burden shifts to applicant to come forward 
with evidence establishing an unobvious difference between the claimed product and the prior 
art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983) 

With respect to claim 10: The device of Urich and Dillon and Mackool does not explicitly teach a 
further comprising a plurality of expandable walls molded in a spaced apart relation within said 
sheath. However, since Mackool teaches that the inner sheath 106 (e.g. expandable wall 26 
taught by Urich) prevents the external sheath 102 from collapsing, multiple sheaths would 
provide additional protection against collapse of the outer sheath, thus it would be obvious to 
one of ordinary skill in the art to modify the device of Urich and Dillon and Mackool so as to 
further comprise a plurality of expandable walls molded in a spaced apart relation within said 
sheath. Further, It has been held that the mere duplication of the essential working parts of a 
device involves only routine skill in the art. St Regis paper Co. v. Bemis. Co. 193 USPQ 8 (7th 
Cir. 1977) 

With respect to the limitation "molded in a spaced apart relation", such limitation constitutes 
product-by-process claim language. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product was 
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made by a different process." In re Thorpe, 777 F.2cl 695, 227 USPQ 964 (Fed, Cir. 1985). 
See also MPEP § 2113, The burden shifts to applicant to come fonA/ard with evidence 
establishing an unobvious difference between the claimed product and the prior art product. In 
re Marosi, 710 F.2d 798. 802, 218 USPQ 289, 292 (Fed. Cir. 1983) 

With respect to claim 11: The expandable wall 26 taught by Urich and Dillon is comprised of 
silicone walls, an elastomeric material, and is thus elastic. The sheath 102 taught by Mackool is 
also silicone and is thus also formed from an elastic material. The said expandable walls fairly 
suggested by Urich and Dillon and Mackool are thus elastic. Mackool shows in Fig. 9 an inner 
sheath 108 that is relatively thin compared with the thickness of the sheath 102. Thus the 
combined teaching fo Urich and Dillon and Mackool fairly suggest an inner sheath, or 
expandable wall, that is relatively thin compared with the thickness of an outer sheath, such as 
sheath 102. The motivation to combine the teachings of Urich and Dillon and Mackool is stated 
supra with respect to claim 5. 

With respect to claim 18: The combined teaching of Urich and Dillon does not teach a sheath 
disposed around an expandable elastic wall, e.g. wall 26 taught by Urich. Mackool teaches a 
phacoemulsification (hereafter, "phaco") needle 106 having an external silicone infusion sheath 
102 and an internal sheath 108 surrounding the phaco needle 106. Mackool teaches that the 
inner sheath 108 prevents the outer silicone sheather from collapsing onto the phaco needle, 
therefore it would be obvious to one of ordinary skill in the art to modify the device of Urich such 
that the existing infusion sleeve 14 defining the infusion lumen serves as an inner sheath 
preventing a second, flexible outer sheath such as that taught by Mackool from collapsing onto 
said needle 14,12. The tubular member of the combined teaching of Urich and Dillon and 
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Mackool comprises a sheath such as external sheath 102 taught by Mackool, disposed around 
an expandable wall such as wall 26 taught by Urich. 

With respect to claim 20: The sheath of the combined teaching of Urich and Mackool is 
comprised of silicone (as taught by Mackool), which is a flexible material, as Mackool teaches 
that the silicone sheath 102 collapses. Thus, the sheath is flexible. The motivation to combine 
the teachings of Urich and Dillon and Mackool is stated supra with respect to claim 18. 

With respect to claim 22: With regard to the limitation "the sheath arid expandable wall of the 
device of Urich and Dillon and Mackool are integrally molded", the patentability of a product 
does not depend on its method of production. If the product in the product-by-process claim is 
the same as or obvious from a product of the prior art, the claim is unpatentable even though 
the prior product was made by a different process." In re Thorpe, 777 F.2di 695, 227 USPQ 
964 (Fed. Cir 1985). See also MPEP § 2113. The burden shifts to applicant to come fon^^ard 
with evidence establishing an unobvious difference between the claimed product and the prior 
art product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289. 292 (Fed. Cir. 1983) 

With respect to claim 23: The device of Urich and Dillon and Mackool does not explicitly teach a 
further comprising a plurality of expandable walls molded in a spaced apart relation within said 
sheath. However, since Mackool teaches that the inner sheath 106 (e.g. expandable wall 26 
taught by Urich) prevents the extemal sheath 102 from collapsing, multiple sheaths would 
provide additional protection against collapse of the outer sheath, thus it would be obvious to 
one of ordinary skill in the art to modify the device of Urich and Dillon and Mackool so as to 
further comprise a plurality of expandable walls molded in a spaced apart relation within said 
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sheath. Further, It has been held that the mere duplication of the essential working parts of a 
device involves only routine skill in the art. St Regis paper Co, v, Bemis. Co. 193 USPQ 8 (7th 
Cir. 1977) 

With respect to the limitation "molded in a spaced apart relation", such limitation constitutes 
product-by-process claim language. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product was 
made by a different process." In re Thorpe, 777 F.2d 695, 227 USPQ 964 (Fed. Cir 1985). 
See also MPEP § 2113. The burden shifts to applicant to come forward with evidence 
establishing an unobvious difference between the claimed product and the prior art product. In 
re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983) 

With respect to claim 24: The expandable wall 26 taught by Urich and Dillon is comprised of 
silicone walls, an elastomeric material, and is thus elastic. The sheath 102 taught by Mackool is 
also silicone and is thus also formed from an elastic material. The said expandable walls fairly 
suggested by Urich and Dillon and Mackool are thus elastic. Mackool shows in Fig. 9 an inner 
sheath 108 that is relatively thin compared with the thickness of the sheath 102. Thus the 
combined teaching of Urich and Dillon and Mackool fairly suggest an inner sheath, or 
expandable wall, that is relatively thin compared with the thickness of an outer sheath, such as 
sheath 102. The motivation to combine the teachings of Urich and Dillon and Mackool is stated 
supra with respect to claim 18. 

Claims 29-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over Urich 
(U.S. Patent No. 7,083,591) in view of Dillon (U.S. Patent Application Publication No. 
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2004/0229814) as applied to claims 1-4 and 14-17 above, and further in view of Sepielli (U.S. 
Patent No. 5,554,894). 

With respect to claim 29: Urich teaches an ocular surgical system for performing ocular surgery 
on an eye, comprising: a surgical instrument 11 considered herein to be a handpiece inasmuch 
as Urich teaches that the instrument 1 1 has a tip 12 for insertion into the cornea for use in a 
known emulsification procedure that cannot be accomplished with a non-handheld device. The 
system includes an irrigation lumen in the form of sleeve 14; a fluid supply 18; an irrigation line 
16 interconnecting said fluid supply 18 and said irrigation lumen 14; and a tubular member in 
the form of surge suppresser 24 disposed along said aspiration line 20 and in fluid 
communication with an aspiration line 20 and an aspiration lumen in the form of an inner 
channel (not shown) within tip 12. Tubular member 24 has a collapsible flexible wall 26, which is 
considered herein to also be expandable due to its flexibility. The tubular member 24 defines an 
accumulator chamber 28 and is configured to expand upon accumulation of fluid and enhanced 
flow of fluid into said irrigation lumen upon clearing of the occlusion, inasmuch as "configured to" 
is interpreted as meaning "capable of". That is, the limitation of expanding upon accumulation of 
fluid flows inherently and necessarily from the teachings of Urich regarding an expandable 
tubular member. (Col. 2, lines 25-37) 

Urich does not teach that the tubular member 24 is disposed along said irrigation line 16 
as part of and in fluid communication with said irrigation line 16 and said irrigation lumeo 14. 
However, Urich teaches that the flow-limiting device of said tubular member prevents a surge of 
flow of aspiration that could result in excessive vacuum pressure at the surgery site and 
potential collapse of the anterior chamber of the eye. Dillon teaches that it is known that 
changes to the partial pressure of oxygen in the eye is a hazard to lens transparency and can 
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cause cataracts. Thus, since the device of Urich is used in intraocular surgeries to remove 
cataracts, it would be obvious to one of ordinary skill in the art to modify the device of Urich 
such that a flow-limiting member is disposed along the irrigation line as part of and in fluid 
communication with said irrigation line and said irrigation lumen to prevent excessive flow of 
irrigation solution to the surgery site as taught by Dillon. ('814, 1|0053) 

Neither Urich nor Dillon teaches that the handpiece 1 1 is driven by a controller in the 
form of a control system having housing 103 through a power line. Sepielli teaches a footswitch 
101 for controlling a surgical phacoemulsification handpiece for ophthalmic surgery that is 
connected to said handpiece via a power line in the form of cable 115 having connector 123. 
(Col. 4, lines 15-19) Sepielli teaches that the footswitch supplies power to the handpiece 
remotely and allows the surgeon to adjust the power settings or preset pattems remotely via 
switches 105,107,109,111 and a touch-screen display 133, therefore it would be obvious to one 
of ordinary skill in the art to modify the device of Urich and Dillon such that handpiece 1 1 is 
driven by a controller through a power line as taught by Sepielli to provide a means for remotely 
powering and controlling the handpiece to prevent unnecessary interruption of surgery for 
adjustment. ('894, Col. 3, lines 28-38) 

With respect to claim 30: The tubular member 24 taught by Urich is disposed proximate a 
handpiece in the form of surgical instrument 1 1 effective for use in a phacoemulsification 
procedure inasmuch as the handpiece 11 has an ultrasonic vibrating tip 12 that is inserted into 
the cornea, which is the device used in a phacoemulsification procedure. ('448, Col. 1. lines 10- 
14, Col. 4, lines 43-45) 
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With respect to claim 31 : The tubular member 24 taught by Urich is disposed in parallel fluid 
communication with said irrigation line 16 and irrigation lumen 14. C448, Fig. 1) 

With respect to claim 32: The tubular member wall 26 taught by Urich is formed from silicone, 
an elastomeric material, which is an elastic material. ('448, Col. 2, lines 41-44) 

Claims 33, 35 and 37-39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Urich (U.S. Patent No. 7,083,591) in view of Dillon (U.S. Patent Application Publication No. 
2004/0229814) and further in view of Sepielli (U.S. Patent No. 5,554,894) as applied to claims 
29-32 above, and further in view of Mackool (U.S. Patent No. 5,084,009). 

With respect to claim 33: The combined teaching of Urich and Dillon and Sepielli does not 
teach a sheath disposed around an expandable elastic wall, e.g. wall 26 taught by Urich. 
Mackool teaches a phacoemulsification (hereafter, "phaco") needle 106 having an extemal 
silicone infusion sheath 102 and an internal sheath 108 surrounding the phaco needle 106. 
Mackool teaches that the inner sheath 108 prevents the outer silicone sheather from collapsing 
onto the phaco needle, therefore it would be obvious to one of ordinary skill in the art to modify 
the device of Urich and Dillon and Sepielli such that the existing infusion sleeve 14 defining the 
infusion lumen serves as an inner sheath preventing a second, flexible outer sheath such as 
that taught by Mackool from collapsing onto said needle 14,12. The tubular member of the 
combined teaching of Urich and Dillon and Sepielli and Mackool comprises a sheath such as 
external sheath 102 taught by Mackool, disposed around an expandable wall such as wall 26 
taught by Urich. ('009, Col. 5, lines 48-57, col. 6, lines 1-5) 
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With respect to claim 35: The sheath of the combined teaching of Urich and Dillon and Sepielli 
and Mackool is comprised of silicone (as taught by Mackool), which is a flexible material, as 
Mackool teaches that the silicone sheath 102 collapses. Thus, the sheath is flexible. The , 
motivation to combine the teachings of Urich and Dillon and Sepielli and Mackool is stated 
supra with respect to claim 33. 

With respect to claim 37: With regard to the limitation "the sheath and expandable wall are 
integrally molded", the patentability of a product does not depend on its method of production. If 
the product in the product-by-process claim is the same as or obvious from a product of the 
prior art, the claim is unpatentable over the prior art of Urich and Dillon and Sepielli and Mackool 
even though the prior product was made by a different process." In re Thorpe, 777 F,2d 695, 
227 USPQ 964 (Fed. Cir 1985). See also MPEP § 2113. The burden shifts to applicant to 
come forward with evidence establishing an unobvious difference between the claimed product 
and the prior art product. In re Marosi, 710 F.2d 798, 802. 218 USPQ 289, 292 (Fed. Cir. 1983) 

With respect to claim 38: The device of Urich and Dillon and Sepielli and Mackool does not 
explicitly teach a further comprising a plurality of expandable walls molded in a spaced apart 
relation within said sheath. However, since Mackool teaches that the inner sheath 106 (e.g. 
expandable wall 26 taught by Urich) prevents the extemal sheath 102 from collapsing, multiple 
sheaths would provide additional protection against collapse of the outer sheath, thus it would 
be obvious to one of ordinary skill in the art to modify the device of Urich and Dillon and 
Mackool so as to further comprise a plurality of expandable walls molded in a spaced apart 
relation within said sheath. Further, It has been held that the mere duplication of the essential 
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working parts of a device involves only routine skill in the art. St Regis paper Co, v, Bemis. Co, 
193USPQ8(7thCir. 1977) 

With respect to the limitation "molded in a spaced apart relation", such limitation constitutes 
product-by-process claim language. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product was 
made by a different process." In re Thorpe, 777 F.2d 695, 227 USPQ 964 (Fed Cir 1985), 
See also MPEP § 2113. The burden shifts to applicant to come forward with evidence 
establishing an unobvious difference between the claimed product and the prior art product. In 
re Marosi, 710 F.2d 798, 802. 218 USPQ 289, 292 (Fed. Cir. 1983) 

With respect to claim 39: The expandable wall 26 taught by Urich and Dillon is comprised of 
silicone walls, an elastomeric material, and is thus elastic. The sheath 102 taught by Mackool is 
also silicone and is thus also formed from an elastic material. The said expandable walls fairly 
suggested by Urich and Dillon and Sepielli and Mackool are thus elastic, Mackool shows in Fig. 
9 an inner sheath 108 that is relatively thin compared with the thickness of the sheath 102. Thus 
the combined teaching of Urich and Dillon and Sepielli and Mackool fairly suggests an inner 
sheath, or expandable wall, that is relatively thin compared with the thickness of an outer 
sheath, such as sheath 102. The motivation to combine the teachings of Urich and Dillon and 
Sepielli and Mackool is stated supra with respect to claim 33. 

Claims 41 and 42 are rejected under 35 U.S.C. 103(a) as being unpatentable over Urich 
(U.S. Patent No. 7,083,591) in view of Mackool (U.S. Patent No. 5.084,009). 



Application/Control Number: 10/682,460 Page 16 

Art Unit: 3761 

With respect to claim 41: Urich teaches an accumulator in the form of surge suppressor 24 
defining an accumulator chamber 28 for an ocular surgical handpiece 11, comprising: a tubular 
portion 24 comprising an expandable elastic wall 26 inasmuch as the wall is made from an 
elastomeric material which imparts elastic capability. The accumulator 24 defines an 
accumulator chamber 28 and is configured to expand upon accumulation of fluid and enhanced 
flow of fluid into an aspiration lumen upon clearing of the occlusion, inasmuch as "configured to" 
is interpreted as meaning "capable of. That is, the limitation of expanding upon accumulation of 
fluid flows inherently and necessarily from the teachings of Urich regarding an expandable 
tubular member. ('448, Col. 2, lines 25-37) 

Urich does not teach a sheath disposed around the expandable elastic wall. Mackool 
teaches a phacoemulsification (hereafter, "phaco") needle having an external silicone infusion 
sheath 102 and an internal sheath 108 surrounding the phaco needle. Mackool teaches that the 
inner sheath 108 prevents the outer silicone sheather from collapsing onto the phaco needle, 
therefore it would be obvious to one of ordinary skill in the art to modify the device of Urich such 
that the existing infusion sleeve 14 defining the infusion lumen serves as an inner sheath 
preventing a second, flexible outer sheath such as that taught by Mackool from collapsing onto 
said needle 14,12. 

With respect to claim 42: With regard to the limitation "the sheath and expandable wall of the 
device of Urich and Mackool are integrally molded", the patentability of a product does not 
depend on its method of production. If the product in the product-by-process claim is the same 
as or obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process." In re Thorpe, 777 F,2d 695, 227 USPQ 964 (Fed, 
Cir 1985). See also MPEP § 2113, The burden shifts to applicant to come fonrt/ard with 
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evidence establishing an unobvious difference between the claimed product and the prior art 
product. In re Marosi, 710 F.2d 798, 802, 218 USPQ 289, 292 (Fed. Cir. 1983) 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Melanie J. Hand whose telephone number is 571-272-6464. The 
examiner can normally be reached on Mon-Thurs 8:00-5:30, alternate Fridays 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Tatyana Zaiukaeva can be reached on 571-272-1 115. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Melanie J Hand 
Examiner 
Art Unit 3761 

October 15, 2007 
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